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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. Claims 1, 3, 7-9, 13, 15, and 17-29 are pending. 
Claims 1, 3, 7-9, 13, 15, and 17-29 are examined in the instant Office action. All 
previous objections to specification and drawings have been withdrawn in light of 
amendments to the specification and drawings. All previous claim rejections not set 
forth below have been withdrawn in view of claim amendments. This action is made 
FINAL 

Claim Rejections - 35 USC §112 

2. Claims 1, 3, 7-9, 13, 15, and 17-29 remain rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for a DNA construct 
comprising a promoter sequence capable of expressing target proteins in transgenic 
plant comprising a seed-specific promoter sequence which is operably linked to a target 
sequence comprising at its N-terminal end a vacuolar sorting determinant signal, such 
as proaleurin signal, wherein C-terminal end of target sequence is operably linked with 
TMD of BP-80 protein, which is further operably linked with CT of a a-TIP protein, does 
not reasonably provide enablement for a DNA construct comprising a seed-specific 
promoter sequence capable of directing expression in plant seeds which is operably 
linked to any target sequence comprising at its N-terminal end any signal sequence, 
wherein C-terminal end of target sequence is operably linked with any TMD of any 
protein, which is further operably linked with any CT of any protein, for the reasons of 
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record stated in Office action mailed on August 22, 2006. Applicants traverse the 
rejection in the paper filed on January 9, 2007. 

Applicants argue that claim 1 has been amended to limit that second DNA 
sequence having a transmembrane domain sequence of BP-80 and a cytoplasmic tail 
sequence of BP-80 or a-TIP. Applicants argue that Office action of August 22, 2006 
explicitly admits that such an embodiment is enabled by the specification (response, 
page 16, lines 6-13). 

Applicant's arguments were fully considered but were not found to be persuasive. 
Applicant's attention is drawn to page 5, item 7, lines 5-6 of Office action mailed on 
August 22, 2006, wherein it is clearly stated that C-terminal end of target sequence 
when operably linked with TMD of BP-80 protein, which is further operably linked with 
CT of a a-TIP protein is enabled. It is also stated that the specification does not provide 
enabled for C-terminal end of target sequence being operably linked with TMD of BP-80 
protein, which is further operably linked with CT of BP-80 protein. Furthermore, 
Applicant's attention is drawn to page 7 of Office action mailed on August 22, 2006, 
wherein Office has explicitly given reasons why TMD and CT sequences derived from • 
the same protein or TMD and CT sequences derived from proteins other than BP-80 
and a-TIP are not enabled in the instantly claimed construct. 

The amended claim 1 still reads on using TMD of BP-80 with CT of BP-80, and 
accordingly claim 1 and claims dependent thereon are not enabled for the reasons 
discussed in detail in previous office action and further outlined as above. 
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Accordingly, the rejection is maintained. 
3. Claim 26 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention, for * 
the reasons of record stated in the Office action mailed on August 22, 2006. Applicants 
traverse the rejection in the paper filed on January 9, 2007. 

Applicants argue that vector pBI121 was well known to people skilled in the art 
and readily available to the public when present application was filed. Applicants cite 
Appendix B filed in the paper of January 9, 2007 to support their arguments. Applicants 
further argue that vector pSB130 was known to people skilled in the art when present 
application was filed. Applicants cite Appendix D filed in the paper of January 9, 2007 
to support their argument (response, page 6, lines 7-29) 

Applicant's arguments were fully considered and found to be partially persuasive. 
It is noted that binary vector pBI121 was available to the public at the time of filing 
instant application (GenBank Accession No. AF485783). However, it is also noted that 
vector pSB130 was not readily available to the public at the time of filing. Also, the 
complete sequence of pSB1 30 is not disclosed to the public at the time of filing. 
Citation of appendix E cannot substitute the requirement of biological deposit for vector 
pSBI130. In the absence of such. disclosure, it is maintained since the biological 
material vector pSB130 is essential to the claimed invention it must be obtainable by a 
repeatable method set forth in the specification or otherwise readily available to the 
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public. If the biological materials are not so obtainable or available, the requirements of 
35 U.S.C. § 112 may be satisfied by a deposit of the biological materials as discussed in 
the previous Office action. 

Accordingly, the rejection is maintained. 

Claim Rejections - 35 USC § 103 

4. Claims 1, 3, 7-9, 13, 15, and 17-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jiang et al. (The Journal of Cell Biology, 143:1183-1199, 1998) in 
view of Altenbach et al. (Plant Molecular Biology, 13:513-522, 1989) and Goddijn et al. ' 
(Trends Biotechnol. 13: 379-387, 1995), for the reasons on record stated in the Office 
action of August 22, 2006. Applicants traverse the rejection in the paper filed January 
9, 2007. 

Applicants argue'that that Jiang et al. do not suggest that a seed-specific 
promoter could function in plant after being linked to the construct as claimed in the 
current claim 1 . Applicants further argue that Altenbach et al. do not teach that the 
phaseolin promoter sequence in the regulatory region, which is one of many sequences, 
is seed-specific and could regulate a foreign gene expression specifically in plant seeds 
by itself. Applicants further argue that there is no motivation or suggestion in Jiang et 
al. or Altenbach et al. to modify the construct of Jiang et al. with a seed-specific 
promoter to achieve a construct in claim 1 of the present application. Applicants further 
argue that Goddijn al. do not teach a seed-specific promoter sequence or the use 
thereof in a DNA construct, and general teachings that seeds can be used as 
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"bioreactors" does not provide the specific motivation or suggestion required to modify 
the construct of Jiang et al. with a seed-specific promoter to obtain a DNA construct as 
claimed by claim 1 (response, page 19, lines 4-28; page 20, lines 1-7). 

Applicant's arguments were fully considered but were not found to be persuasive. 
Applicants are reminded that phaseolin promoter taught in Altenbach et al. is well 
known in the art of seed-specific promoters. This has been further emphasized through 
the teachings of Altenbach et al. Furthermore, it is important to note that Altenbach et 
al. vividly teach a phaseolin genomic clone comprising a promoter which is able to drive 
expression of a nucleotide sequence encoding a protein (e.g. Brazil nut) in a seed- 
specific manner. 

Applicants are reminded that claims do not require teaching any nucleotide 
sequence including "phaseolin promoter sequence in the regulatory region" as argued 
by Applicants. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed.Cir. 1993). Nevertheless, Altenbach et al. does 
teach the genomic clone comprising seed-specific-promoter and provide the necessary 
citations for complete nucleotide sequence of the genomic clone (see page 514, last 
paragraph, 1 st column). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
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references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In the instant case, Jiang et 
al. teach all the elements required to practice the invention, except the seed-specific 
promoter. Office maintains that given Goddijn et al. clearly teach the importance of 
using seeds as bioreactors in expressing any protein of interest, it would have been 
obvious for one of the ordinary skill in the art to have been motivated to express any 
protein of interest in seeds by modifying Jiang et al. construct with any seed-specific 
promoter including the one taught by Altenbach et al. to produce a foreign protein of 
interest at commercial scale with reasonable expectation of success. 

Thus it is maintained that the claimed invention as a whole is prima facie obvious 
over the combined teachings of the prior art. 



Conclusions 

5. Claims 1, 3, 7-9, 13, 15, and 17-29 are rejected. . 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vinod Kumar whose telephone number is (571) 272- 
4445. The examiner can normally be reached on 8.30 a.m. to 5.00 pm. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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